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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: in 
Comparative A, the procatalyst composition has 5% "isooctane" does not make any 
sense. Should the term "isooctane" be "isopentane" instead? Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Job (US 5,270,276) and Job et al. 
(US 5,034,361) respectively. 

The Instant claims are directed to a process for preparation of a procatalyst 
hydrocarbon oil dispersion by providing a 7-25% diluent containing partially dried 
procatalyst, and then disperse the partially dried procatalyst to a hydrocarbon oil. 
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US'276 teaches a procatalyst preparation process comprising (i) preparing a 
procatalyst solids, (ii) separating tlie procatalyst solid from the reaction media by 
filtration, (iii) after washing the procatalyst solid with isopentane, drying the procatalyst 
solid for 100 min under moving nitrogen at40°C, and (iv) mixing the procatalyst with 
mineral oil to provide a catalyst slurry in mineral oil (col. 8, line 25 to col. 9, line 40). 

It is noted that US'276 does not expressly disclose the diluent content after the 
washed procatalyst solid dried under nitrogen at 40°C. However, the procatalyst is 
prepared by a process disclosed in US'276 is substantially identical to that of that of the 
instant application except that the partially dried procatalyst containing 15% of 
isopentane disclosed in Example 1 of the instant application is obtained by drying under 
nitrogen at less than 32 °C for one hour . It is also noted that the partially dried 
procatalyst containing 5% of isopentane disclosed in Comparative A of the instant 
application is obtained by drying under nitrocen at 46°C for 90 min . Since the drying 
condition of under moving nitrogen at 40°C for 100 min of US'276 is somewhat in 
between of the drying conditions of Example 1 and Comparative A, one would have 
expected the partially dried procatalyst of US'276 to have isopentane content 
somewhere between 5% to 15% and to inherently meet the particle size limitation of the 
instant claims as well. 

Once a product appearing to be substantially identical is found and a 35 USC 
102/103 rejection made, the burden of proof is shifted to the applicant to show an 
unobvious difference. In re Fitzgerald, 205 USPQ 594. In re Fessmann, 180 USPQ 
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324. Applicants have not met their burden to demonstrate an unobvious difference 
between the claimed product and the products of the prior art examples. 

Similar rejections are also made over Illustrative Embodiments IX and X in col. 
10 of Job etal. (5.034.361) . 

Claim Rejections - 35 USC § 103 
1 . Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Job 
(US 5,270,276) and Job et al. (US 5,034,361) respectively. 

The teaching of Job'276 and Job'361 is relied upon as shown above. It is 
common sense that the hydrocarbon diluent such as isopentane in the catalyst 
procatalyst solid should not be removed excessively after washing steps to prevent the 
formation of hard to break solid chucks which make the formation of a uniformed 
mineral catalyst slurry difficult, especially considering the hydrocarbon diluent used to 
wash the procatalyst solid is not harmful to the catalyst mineral slurry at all. On the 
contrary, those dilute is rather beneficial since it lowers the viscosity of the catalyst 
slurry and thus make the catalyst slurry easy to handle. 

Therefore, it would have been obvious to a skilled artisan at the time the 
invention was made to employ the procatalyst preparation process of Job'276 and 
Job'361 respectively to provide partially dried procatalyst with ample diluent in the solid 
in order to readily provide a catalyst slurry mineral oil and in the absence of any 
showing of criticality and unexpected results. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (571 ) 272-1 106. 
The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the matter 
is urgent, the examiner's supervisor, David Wu, can be reached at (571) 272-1 114. The 
fax numbers for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
1700. 




Caixia Lu, Ph. D. 
Primary Examiner 



